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  DECISION UNDER THE UNIFORM DISPUTE RESOLUTION POLICY 
 

CIIDRC case number:  UDRP12855     Decision date: July 29, 2020 

 

Panelist(s): Steven M. Levy, Esq. 

Domain(s) in Dispute: yanaitadashi-foundation.org 

Complainant: Yanai Tadashi Foundation 

Respondent: GUTIERREZ JOSE 

Registrar: Network Solutions LLC 

 

1. PROCEDURAL HISTORY 

 

The Canadian International Internet Dispute Resolution Centre (“CIIDRC”) has informed 

the Panel as follows: The Complaint under the Uniform Domain Name Dispute Resolution 

Policy (“Policy”) was filed with the CIIDRC on June 29, 2020 requesting a single-member 

Panel. The CIIDRC checked the Complaint and determined that it satisfies the formal 

requirements of the Policy, the Rules for Uniform Domain Name Dispute Resolution Policy 

(the “Rules”), and the CIIDRC Supplemental Rules. On June 30, 2020, the CIIDRC 

transmitted by email to the concerned Registrar, Network Solutions LLC, a request for 

registrar verification in connection with the disputed domain name. On June 30, 2020, 

the Registrar confirmed that the disputed domain name was placed in a Registrar LOCK. 

The Registrar also provided the identity and contact details of the Respondent to the 

CIIDRC. The date of commencement of the Proceeding is June 30, 2020 and, pursuant to 

Rule 4 and CIIDRC Supplemental Rule 5, the CIIDRC notified the Respondent of this 

administrative proceeding by forwarding a Notice of Commencement together with all of 

the pleadings in this case. Respondent failed to submit a response by the due date, July 

20, 2020 and the Parties to this proceeding were notified of this, by the CIIDRC, on July 

21, 2020. On July 24, 2020 the CIIDRC appointed Steven M. Levy, Esq. as a single-

member Panel and so notified the Parties to this proceeding. 

 

2. REMEDY SOUGHT 

Complainant seeks a transfer of the disputed domain name. 

 

CANADIAN INTERNATIONAL INTERNET DISPUTE RESOLUTION CENTRE 
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3. FACTUAL AND LEGAL GROUNDS ASSERTED BY THE PARTIES 

• Complainant 

Complainant is the charitable organization Yanai Tadashi Foundation which was 

established in 2015. The organization has two main areas of activity: an international 

cholarship program and a study abroad support program, both of which offer funding to 

Japanese students who will attend universities located in the United States or the United 

Kingdom. Complainant is funded by the famous Japanese billionaire Mr. Yanai Tadashi 

who is also the Founder, President and Chief Executive Officer of Fast Retailing Co., Ltd., 

the largest clothing retailer in Asia and parent of multiple fashion brands with 

approximately 2,200 stores in 22 countries. Complainant owns a Japan trademark 

registration, dated December 16, 2016, for the mark 柳井正財団 which is equivalent to the 

English language phrase YANAI TADASHI FOUNDATION. It also owns U.S. common law 

trademark rights in the phrase YANAI TADASHI FOUNDATION. The activities of 

Complainant’s organization have been promoted on its own website at 

www.yanaitadashi-foundation.or.jp. 

Respondent registered the disputed domain name yanaitadashi-foundation.org on May 

15, 2020 and has sent numerous phishing emails using the address info@yanaitadashi-

foundation.org. These emails are signed by, and impersonate a “Legal Advisor” from 

Complainant and offer the recipient a highly paid speaking engagement at an upcoming 

event that is claimed to be hosted by Complainant in Japan. These emails target 

celebrities and academics in the U.S. and the U.K that could realistically be invited to 

speak at such an event. However, in reality, the event is non-existent. Furthermore, 

Respondent has resolved the disputed domain name to a static website that displays the 

message “Yanai Tadashi Foundation” followed by the slogan “Carving a brighter future” 

which is a slogan that Complainant uses on its own website. 

Complainant claims that the disputed domain name violates the Policy par. 4(a) based on 

the following: 

i) Complainant owns trademark rights to the phrase YANAI TADASHI FOUNDATION 

and the domain name is a nearly identical copy of Complainant’s trademark, 

merely adding a hyphen and the “.org” TLD; 

ii) Respondent has no rights or legitimate interests in the disputed domain name as 

its use in pursuit of an email phishing scheme is not a bona fide offering of goods 

or services, there is no evidence that Respondent is commonly known by the 

disputed domain name, and Respondent’s phishing scheme is not a legitimate 

noncommercial or fair use of the disputed domain name; and 
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iii) The email phishing scheme pursued by Respondent impersonates Complainant 

and seeks commercial gain by creating a likelihood of confusion with the YANAI 

TADASHI FOUNDATION mark in violation of Policy par. 4(b)(iv). 

 

• Respondent 

Respondent has not filed a Reply or made any other submission in this case. 

 

4. PROCEDURAL RULINGS 

 

Language Of The Proceedings: The concerned registrar has stated that “The language 

used at the time of registration was English. The registrant has submitted to the 

Registration Agreement at the location of the principal office of the registrar.” Therefore, 

the Panel determines that English shall be the language of these proceedings. 

 

Default By Respondent: 

As the Respondent has filed no Response or made any other submission in this case, the 

Panel finds that this is a default Proceeding subject to Section 14 of the Policy Rules, 

which reads: 

14. Default 
 
(a) In the event that a Party, in the absence of exceptional circumstances, does 
not comply with any of the time periods established by these Rules or the Panel, 
the Panel shall proceed to a decision on the complaint. 
 
(b} If a Party, in the absence of exceptional circumstances, does not comply with 
any provision of, or requirement under, these Rules or any request from the 
Panel, the Panel shall draw such inferences therefrom as it considers appropriate. 
(emphasis added) 

 

5. DISCUSSION AND FINDINGS 

 

Paragraph 15 (a) of the Rules instructs this Panel to: 

 

decide a complaint on the basis of the statements and documents submitted in 
accordance with the Policy, these Rules and any rules and principles of law that it 
deems applicable. 
 

Paragraph 4(a) of the Policy requires that Complainant must prove each of the following 

three elements to obtain an order that a disputed domain name should be cancelled or 

transferred: 

 

(i) your domain names is identical or confusingly similar to a trademark or service 
mark in which Complainant has rights; and 
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(ii) you have no rights or legitimate interests in respect of the domain name; and 
 
(iii) your domain name has been registered and is being used in bad faith. 

 

The Panel will address each element of Paragraph 4(a) of the Policy in turn. 

 

a. Identical and/or Confusingly Similar: 

 

Complainant asserts rights in the trademark 柳井正財団 which, in English, is equivalent to 

the phrase YANAI TADASHI FOUNDATION. Prior Panels have found that proof of either 

ownership of a registration with a national or regional trademark office, or the existence 

of common-law trademark rights will satisfy the threshold requirement of Policy ¶ 4(a)(i) 

that a Complainant has rights in a trademark or service mark. See, e.g., Lockheed Martin 

Corporation v. Alexander Lemeshenko, FA 1899905 (FORUM July 21, 2020) 

(“Complainant has rights in the LOCKHEED MARTIN service mark sufficient for purposes 

of Policy ¶ 4(a)(i) by reason of its registration of the mark with a national trademark 

authority…”); Vishay MCB Industrie S.A.S. v. Zox Marketing, FA 1845106 (FORUM June 

26, 2019) (“Common law rights can be established through length and manner of use, 

advertising and other factors. * * * Complainant claims that its MCB and MCB INDUSTRIE 

marks have been in use since 1929, they have been extensively advertised and have 

been the subject of significant press within Complainant’s field of business… * * * 

Accordingly, the Panel finds that Complainant has established common law rights in the 

MCB and MCB INDUSTRIE marks for the purposes of Policy ¶ 4(a)(i).”) Here, Complainant 

has submitted into evidence screenshots from the Japan Patent Office indicating that it 

owns a registration of the mark 柳井正財団 dated December 16, 2016. It further asserts 

that this Japanese language mark is equivalent to the English language phrase YANAI 

TADASHI FOUNDATION.  Further, Complainant claims common law trademark rights in 

the phrase YANAI TADASHI FOUNDATION and submits, in support thereof, screenshots of 

its own www.yanaitadashi-foundation.or.jp website, a report noting the net worth and 

career path of Mr. Yanai Tadashi, and screenshots from the website of the Fast Retailing 

company. Respondent has not contested Complainant’s assertions and the Panel accepts 

this evidence as meeting the standard for proving trademark rights under Policy ¶ 

4(a)(i). 

 

Next, Complainant asserts that Respondent’s yanaitadashi-foundation.org domain name 

is identical or confusingly similar to its YANAI TADASHI FOUNDATION trademark differing 

only by the addition of a hyphen and the “.org” top-level domain. Such differences have 

not been upheld as avoiding confusing similarity by prior Panels. See, e.g., Fort Knox 
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National Company v. Ekaterina Phillipova, D2004-0281 (WIPO June 15, 2004) (with 

reference to the Complainant’s TRUE PAY mark, “the fact of including a hyphen between 

the words true and pay does not make a sufficient difference between the domain name 

and the Complainant’s trademark.”); Levy Zavet LLP v. Paulet Jean, UDRP-11857 

(CIIDRC June 11, 2020) (“Minor generic differences, such as ‘llp’ and ‘.com’ cannot 

distinguish the Disputed Domain from LEVY ZAVET”). Here, the disputed domain name 

copies the entirety of the YANAI TADASHI FOUNDATION mark, eliminates the spaces 

therein, adds a hyphen between the words “TADASHI” and “FOUNDATION” (as used in 

Complainant’s own yanaitadashi-foundation.or.jp website address), and also adds the 

“.org” TLD. As it is immediately apparent that the Complainant’s mark is recognizable in 

the disputed domain name, the Panel finds that the domain name is confusingly similar 

thereto and, thus, that Policy ¶ 4(a)(i) has been satisfied. 

 

b. Rights or Legitimate Interests 

 

The WIPO Overview 3.0, par. 2.1, states that “[w]hile the overall burden of proof in UDRP 

proceedings is on the complainant, panels have recognized that proving a respondent 

lacks rights or legitimate interests in a domain name may result in the often impossible 

task of ‘proving a negative’, requiring information that is often primarily within the 

knowledge or control of the respondent. As such, where a complainant makes out a 

prima facie case that the respondent lacks rights or legitimate interests, the burden of 

production on this element shifts to the respondent to come forward with relevant 

evidence demonstrating rights or legitimate interests in the domain name. If the 

respondent fails to come forward with such relevant evidence, the complainant is deemed 

to have satisfied the second element.” 

 

Further, Policy ¶  4(c) sets out three examples of how a Respondent may demonstrate 

that it possesses rights or legitimate interests in a disputed domain name. Complainant 

addresses each of these in-turn. 

 

With respect to Policy ¶¶  4(c)(i) and 4(c)(iii) Complainant asserts that there is no 

evidence of the Respondent's use of, or demonstrable preparations to use, the disputed 

domain name in connection with a bona fide offering of goods or services. It also argues 

that Respondent does not make a legitimate noncommercial or fair use of the domain 

name. The employment of a phishing scheme has been consistently held not to satisfy 

either of these scenarios. See Virtu Financial Operating, LLC v. Lester Lomax, FA 

1580464 (FORUM Nov. 14, 2014) (the Panel found that the Respondent had failed to 

make a bona fide offering of goods or services, or a legitimate noncommercial or fair use 

of the disputed domain name under Policy ¶ 4(c)(i) and Policy ¶ 4(c)(iii) where the 
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respondent was using the disputed domain name to phish for Internet users personal 

information by offering a fake job posting on the resolving website). In support of its 

claim, Complainant has submitted into evidence a copy of a phishing email that has been 

sent from the email address info@yanaitadashi-foundation.org. This email bears a 

signature block indicating that the sender is a “Legal Advisor” from Complainant and it 

offers the recipient a highly paid speaking engagement at an upcoming event that is 

claimed to be hosted by Complainant in Japan. Further, Complainant submits a 

screenshot of the website that resolves from the disputed yanaitadashi-foundation.org 

domain name and this displays the message “Yanai Tadashi Foundation” followed by the 

slogan “Carving a brighter future” which is a slogan that Complainant uses on its own 

website. The website also uses a very similar font and color combination as those which 

appears on Complainant’s own www.yanaitadashi-foundation.or.jp website and the 

bottom of Respondent’s site displays the © symbol followed by the YANAI TADASHI 

FOUNDATION mark. The Respondent has not participated in this case and so offers no 

explanation for its actions. Therefore, by a preponderance of the evidence before it, this 

Panel finds that Respondent’s use of the yanaitadashi-foundation.org domain name does 

not satisfy either Policy ¶¶  4(c)(i) or 4(c)(iii). 

 

Further, Complainant states that no evidence exists by which it can be concluded that 

Respondent is commonly known by the disputed domain name under Policy ¶ 4(c)(ii). As 

there is very little evidence available on this issue, the Panel may refer to the Whois 

information for the disputed domain name. LK International AG v. Fundacion Private 

Whois, D2013-0135 (WIPO Mar. 4, 2013) (“UDRP panels have found that a respondent is 

not commonly known by the disputed domain name based on the WhoIs information and 

the evidence in the record”). The Whois record, as revealed to the CIIDRC by the 

concerned registrar, indicates that Respondent’s name is “GUTIERREZ JOSE” and there is 

no evidence in the record to indicate that Respondent is known otherwise. The name 

appearing in the signature block of Respondent’s phishing emails must be discounted 

here due to its highly suspect nature. Further, the lack of authorization to use a 

complainant’s mark has, under appropriate circumstances, been held to show that a 

domain name owner has acquired no trademark or service mark rights under Policy ¶ 

4(c)(ii). Licensing IP International S.à.r.l. v. Privacy.co.com  - a4fbf / Savvy Investments, 

LLC Privacy ID# 1006281, FA 1901957 (FORUM July 26, 2020) (“Respondent is not 

authorized to use Complainant’s trademark in any capacity and, as discussed below, 

there are no Policy ¶ 4(c) circumstances from which the Panel might find that Respondent 

has rights or interests in respect of <porn-hub.com>.”) Complainant states that 

Respondent has never sought or received authorization to use the YANAI TADASHI 

FOUNDATION mark and Respondent does not refute this. Based on the above, the Panel 

holds that the evidence does not support a conclusion that Respondent is commonly 
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known by the disputed domain name or that it has acquired any rights to the YANAI 

TADASHI FOUNDATION mark. 

 

Upon a preponderance of the evidence in this case, the Panel finds that Respondent does 

not have any rights or legitimate interests in the yanaitadashi-foundation.org domain 

name under Policy ¶ 4(a)(ii). 

 

c. Bad Faith Registration and Use 

 

Inherently prerequisite to a finding of bad faith under Policy ¶ 4(a)(iii) is some attribution 

of knowledge of a complainant’s trademark, whether actual or based upon a conclusion 

that a respondent should have known of the mark. See, Domain Name Arbitration, 4.02-

C (Gerald M. Levine, Legal Corner Press, 2nd ed. 2019) (“Knowledge and Targeting Are 

Prerequisites to Finding Bad Faith Registration”); USA Video Interactive Corporation v. 

B.G. Enterprises, D2000-1052 (WIPO Dec. 13, 2000) (claim denied where “Respondent 

registered and used the domain name without knowledge of Complainant for a bona fide 

commercial purpose.”). See also, WIPO Overview 3.0, par. 3.1.1 (when examining 

whether “circumstances indicate that the respondent’s intent in registering the disputed 

domain name was in fact to profit in some fashion from or otherwise exploit the 

complainant’s trademark”, Panels may consider such issues as “the respondent’s likely 

knowledge of the complainant’s rights”). Complainant argues that the YANAI TADASHI 

FOUNDATION mark has gained notoriety and, in support thereof, it has provided 

screenshots of its own www.yanaitadashi-foundation.or.jp website, a report noting the 

net worth and career path of Mr. Yanai Tadashi, and screenshots from the website of the 

Fast Retailing company. More importantly, the phishing email and yanaitadashi-

foundation.org website screenshot submitted into evidence indicate that Respondent had 

actual knowledge of Complainant’s mark and of its www.yanaitadashi-foundation.or.jp 

website address. Respondent has not contested Complainant’s assertions and so the 

Panel finds that Respondent had actual knowledge of Complainant’s mark at the time it 

registered the disputed domain name. 

 

Next, Complainant cites the example provided in Policy ¶ 4(b)(iv) to argue that 

Respondent’s phishing scheme evidences bad faith registration and use of the 

yanaitadashi-foundation.org domain name by seeking commercial gain based upon a 

likelihood of confusion with the YANAI TADASHI FOUNDATION mark. Phishing exploits 

have routinely been held to support a finding of bad faith in prior decisions under the 

Policy. See, e.g., Layfield Group Ltd. v. try sign, FA 1829896 (FORUM Mar. 27, 2019) 

(“Using a confusingly similar domain name to phish for personal or financial information 

can provide evidence of bad faith registration and use within the meaning of Policy ¶ 



             
	

8	
	

4(a)(iii). * * * Complainant provides various exhibits which include emails between 

Complainant and a customer, a copy of a fax transmission, and a complaint referral that 

Complainant filled out with the FBI. See Compl. Exs. 2-6. As such, the Panel finds that 

Respondent’s apparent phishing scheme constitutes bad faith use under Policy ¶ 

4(a)(iii).”) Here, Complainant has submitted into evidence a copy of one series of emails 

between the address info@yanaitadashi-foundation.org and the recipient. The emails, 

purportedly signed by a “Legal Advisor” employee of Complainant, set out, in great 

detail, an invitation for the recipient to attend and be a featured speaker at a supposed 

event that is hosted by Complainant. Specifics, such as the speaker’s travel 

arrangements and compensation are set out and the sender requests a phone call with 

the recipient to address the recipient’s questions. At this point in the conversation, the 

recipient forwards the email exchange to Complainant’s legitimate email address and 

states “I have been in receipt of this email chain. I assume it is not legitimate. We will no 

longer respond.” As such, Complainant’s evidence does not disclose precisely how the 

sender of these emails was planning to carry forward the remainder of its phishing 

scheme with this email recipient. Nevertheless, the Panel is empowered to draw 

inferences from the Respondent’s default in this case, Policy Rules sec. 14 , and it is 

bound to make its findings based upon a preponderance of the evidence (i.e., a “more 

likely than not” standard). WIPO Overview 3.0, par. 4.2 (“The applicable standard of 

proof in UDRP cases is the ‘balance of probabilities’ or ‘preponderance of the evidence’”); 

Madonna Ciccone, p/k/a Madonna v. Dan Parisi and "Madonna.com", D2000-0847 (WIPO 

Oct. 12, 2000) (“Under the ‘preponderance of the evidence’ standard a fact is proved for 

the purpose of reaching a decision when it appears more likely than not to be true based 

on the evidence.”) Based upon all of the circumstances of this case, the Panel concludes 

it to be highly unlikely that Respondent registered and used the disputed domain name 

with any intent other than to seek commercial gain through a phishing scheme which is 

based upon impersonation of the Complainant and a likelihood of confusion with its mark. 

As such, Respondent’s actions implicate Policy ¶ 4(b)(iv) and thus satisfy Complainant’s 

burden of proof to show that the disputed domain name was registered and used in bad 

faith under Policy ¶ 4(a)(iii). 
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6. DECISION AND ORDER 

For the above reasons and, in accordance with Policy ¶ 4, Section 15 of the Rules, and 

Section 10 of the Supplemental Rules, the Panel orders that the disputed domain name 

yanaitadashi-foundation.org be transferred to the Complainant. 

Made as of July 29, 2020 

 
Steven M. Levy, Esq. 

Panelist 

 

	


