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                   DOMAIN NAME DISPUTE 

                                                       ADMINISTRATIVE PANEL  

  DECISION 

 

CIIDRC case number: 13940-UDRP             Decision date: November 17, 2020 

Panelist: María Alejandra López García 

 

Domain in Dispute: <lassondeindustriesinc.com> 

 

Complainant: Lassonde Industries Inc. 

Counsel for the Complainant: Mtre. Alexander Ajami 

Respondent: Redacted for Privacy / Pierre-Paul Lassonde, Lassonde Industries, Inc. 

 

1. PROCEDURAL HISTORY 

The Complainant was filed electronically with the CANADIAN INTERNATIONAL INTERNET DISPUTE 

RESOLUTION CENTRE (“CIIDRC”) on September 18, 2020.  

 

On September 23, 2020, CIIDRC transmitted by email to the Registrar a request for registrar verification in 

connection with the disputed domain name. On September 23, 2020, the Registrar transmitted by email to 

CIIDRC its verification response disclosing registrant and contact information for the Domain Name, being 

Pierre-Paul Lassonde and Lassonde Industries, Inc. as the organization name, as the current Registrant 

of the disputed domain name, and also confirmed that the disputed domain name was been placed on a 

Registrar LOCK.  

 

CIIDRC verified that the Complaint satisfied the formal requirements of the Uniform Domain Name Dispute 

Resolution Policy (the “Policy”), the Rules for Uniform Domain Name Dispute Resolution Policy (the “UDRP 

Rules”), and the CIIDRC Supplemental Rules for Uniform Domain Name Dispute Resolution Policy (the 

“Supplemental Rules”). 

 

In accordance with the UDRP Rules, paragraphs 2 and 4, CIIDRC formally notified the Respondent of the 

Complaint, to all entities and persons listed on Respondent’s registration as technical, administrative and 

billing contacts, and to ‘postmaster@lassondeindustriesinc.com’ by e-mail, including a Witten Notice with a 

CANADIAN INTERNATIONAL INTERNET DISPUTE RESOLUTION CENTRE 
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specific user, login information for the Case, and the link to the Complaint (and Annexes) to the Respondent, 

the proceedings commenced on October 19, 2020. In accordance with the UDRP Rules, paragraph 5, the 

due date for the Response was November 9, 2020. The Respondent did not submit any response on or 

before November 9, 2020, or at all.  

 

Accordingly, the CIIDRC issued notification of the Respondent’s default on November 10, 2020.  

 

On November 13, 2020, pursuant to the Complainant`s request to have the dispute decided by a single- 

member Panel, CIIDRC appointed María Alejandra López García as Panelist. The Panel has submitted the 

Statement of Acceptance and Declaration of Impartiality and Independence, as required by CIIDRC to ensure 

compliance with the UDRP Rules, paragraph 7. 

 

Having reviewed CIIDRC`s records, the Administrative Panel (“the Panel”) finds that CIIDRC has discharged 

its responsibility under paragraph 2(a) of the UDRP Rules “to employ reasonably available means calculated 

to achieve actual notice to Respondent” through submission of electronic and Written Notices, as defined in 

the UDRP Rules paragraph 2(a)(i) and (ii). Therefore, the Panel may issue its decision based on the 

documents submitted and in accordance with the Policy, the UDRP Rules and the Supplemental Rules and 

any rules and principles of law that the Panel deems applicable. 

 

2. FACTS ALLEGED BY THE PARTIES 

1.- The Complainant is a Canadian agri-food company, with operations throughout North America, formerly 

named Canada Inc., constituted on September 3, 1981, which changed its Company name into Lassonde 

Industries, Inc. (which is its English official denomination; and its French official denomination is Industries 

Lassonde Inc.) on March 15, 1984.  The Complainant is dedicated to the development, manufacturing and 

marketing of a wide range of ready-to-drink juices and drinks, specialty food products such as fondue broths, 

sauces and pasta sauces, and the production of cranberry sauces, apple cider and cider-based beverages, 

and the importation of selected wines. 

 

2.- Before the Complainant’s incorporation in 1981, its affairs were operated by its predecessors: an 

individual enterprise, “Lassonde”, that was founded in 1918 by Aristide Lassonde, and the company A. 

Lassonde Inc., which was incorporated in 1962. The name “Lassonde” has therefore been used by Lassonde 

and its predecessors since 1918; currently the fourth generation of Lassonde family members’ leadership. 

Nathalie Lassonde has been CEO since May 2019, replacing her father, Pierre-Paul Lassonde, as CEO. 

 

3.- The Complainant owns more than 26 well-known trademarks, has presence and relevant commercial 

activity across Canada and the United States, through (7) seven of its main subsidiaries, namely: A. 

Lassonde Inc., Arista Wines Inc., Lassonde Pappas and Company, Inc., Sun-Rype Products Ltd., Lassonde 

Specialties Inc., Old Orchard Brands, LLC, and Apple & Eve, LLC. The Complainant produces superior 

quality products through the expertise of approximately 2,600 people working in 15 plants across Canada 
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and the United States. The shares of Lassonde Industries Inc. are listed on the Toronto Stock Exchange 

since 1987. 

 

4.- The Complainant reported $1,678.3 million in sales, and an operating profit of $100.8 million, according 

to the 2019’s Annual Analysis, evidence that supports its strong presence and commercial activity under the 

name “Lassonde” across Canada and the United States.  

 

5.- The Complainant claims Common Law Trademark Rights over the term LASSONDE at least since 1918, 

and owns the domain name: <lassonde.com>, which includes the term “Lassonde” since March 30, 1996.   

 

6.- The Complainant in addition, indicates that despites it did not registered the word mark of “Lassonde”, 

owns in Canada and in the United States, the following Trademark Design Registrations, which incorporates 

the term “Lassonde”:  

-LASSONDE (DESIGN), Canada, Trademark Registration No. TMA694085 registered on August 15, 2007; 

-LASSONDE (DESIGN), United States, Trademark Registration No. 3155724 registered on October 17, 

2006. 

 

7.- The Complainant states that the disputed domain name <lassondeindustriesinc.com>, composed by the 

common law trademark LASSONDE and the generics terms as “industries” and “inc”, is confusingly s imilar 

to its common law trademark LASSONDE, being “Lassonde” the main element of the disputed domain name, 

or identical to its common law trademark LASSONDE INDUSTRIES, INC. 

 

8.- The Complainant submits that, it has acquired common law trademark rights in the name “Lassonde”, as 

well as common law trademark rights in the denomination “Lassonde Industries Inc.”, both by being inherently 

distinctive identifiers of Complainant’s product, and by way of the longevity of the use, the number of sales 

associated with it, and the extent of Complainant’s advertising.  

 

9.- The Complainant categorically denies that it gave any authorization to the Respondent to use its common 

law trademark in the disputed domain name, that there is no connection between Lassonde and the 

Respondent, that has not been using the disputed domain name in connection with a bona fide offering of 

goods or services, and has not been commonly known in connection with the disputed domain name.  

 

10.- The Complainant states that the Respondent registered the disputed domain name on February 14, 

2019, long after Complainant began using its common law trademarks LASSONDE and LASSONDE 

INDUSTRIES, INC.   

 

11.- The Complainant states that the Respondent posed as Complainant by forwarding users who visited the 

disputed domain name to Complainant’s own website, defrauding third parties into thinking they are dealing 

with the Complainant itself.  
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12.- The Complainant states, that the Respondent further uses the email addresses associated with the 

disputed domain name to make fraudulent purchase orders which it does not intend on paying, once again 

posing as the Complainant.  

 

13.- The Complainant states that on January 29, 2020, received a first email from a supplier of chemicals 

used in the manufacturing of products associated with its common law trademarks, informing that they had 

received a purchase order from the email address ‘info@lassondeindustriesinc.com’ Consequently, this 

supplier fulfilled the purchase order by sending €81,280 worth of chemicals to Kenya, under the impression 

that the Complainant itself had passed said purchase order, only to discover afterwards that the Respondent 

had posed as the Complainant and that they would not be paid for the products that were shipped to Kenya.  

 

14.- The Complainant states that on January 31, 2020, received a second email from another third party who 

forwarded an email received once again from the email address ‘info@lassondeindustriesinc.com’ 

associated with the disputed domain name, in which Respondent claims to be looking for suppliers and 

requests supply of raw materials for the products associated with its common law trademarks, posing as Mr. 

David Lussier, a representative of the Complainant’s subsidiary Lassonde Specialties Inc., who absolutely 

did not send said email and does not have any affiliation whatsoever with the Respondent. The Complainant's 

evidence confirms that neither the January 29, 2020 email, or the January 31, 2020 email, were bona fide. 

 

15.- The Complainant states that the website hosted at the disputed domain name was an unauthorized copy 

of Complainant’s website, until it was taken down further to the cease and desist letter sent to the host 

Interserver, Inc. on July 20, 2020 requesting that the website and related email address be taken down 

immediately, and it is therefore undeniable that Respondent was aware of Complainant’s common law 

trademarks and used it on the website hosted at the disputed domain name in bad faith, for fraudulent 

purposes and to create a confusion with its common law trademarks. 

 

3. CONTENTIONS OF THE PARTIES 

• Complainant 

The Complainant asserts that it has satisfied the three elements of paragraph 4(a) of the Policy 

and requests that the disputed domain name be transferred to it. 

 

• Respondent 

The Respondent did not reply to the Complainant's contentions. 

 

• Remedy Sought 

The Complainant requests that the disputed domain name <lassondeindustriesinc.com> will be 

transferred from the Respondent to the Complainant.  
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4. DISCUSSION AND FINDINGS 

4.1  Requirements 

In accordance with Paragraph 4 of the Policy, the onus is on the Complainant to prove: 

1) That the Domain Name is identical or confusingly similar to a trademark or service mark in which the 

Complainant has rights; and  

2) That the Respondent has no rights or legitimate interests in the Domain Name; and 

3) That the Domain Name has been registered and is being used in bad faith. 

 

4.2  Analysis  

4.2.1 That the Domain Name is Identical or Confusingly Similar to a Mark in which the 

Complainant has Rights 

The Complainant relies on the unregistered or common law trademarks LASSONDE and LASSONDE 

INDUSTRIES, INC. The Complainant is also fully aware about the scope of protection of the submitted 

Trademark Design Registrations in Canada and in the United States, for the analysis of the First Element 

of the Policy, where the term “Lassonde” is not subject of trademark rights as such, however, these 

registrations grants to the Panel an evidence and a strong effect in the general and in the Internet consumer, 

that will be part of the analysis of the Third Element of the Policy on this Case. On this regard, point 1.10 

of the WIPO Overview of WIPO Panel Views on Selected UDRP Questions, Third Edition (“WIPO 

Jurisprudential Overview 3.0”) states that:  

“(…) However where design elements comprise the dominant portion of the relevant mark 

such that they effectively overtake the textual elements in prominence, or where the 

trademark registration entirely disclaims the textual elements (i.e., the scope of 

protection afforded to the mark is effectively limited to its stylized elements), panels 

may find that the complainant’s trademark registration is insufficient by itself to support 

standing under the UDRP. [See in particular section 1.2.3.]” (emphasis added).  

Section 1.2.3. states that:  

“1.2.3 Subject to considerations addressed in section 1.10 below, trademark 

registrations with design elements or disclaimed terms typically would not affect 

panel assessment of standing or identity/confusing similarity under the UDRP but 

may be relevant to panel assessment of the second and third elements. However, if 

the similar elements of the domain name are made up exclusively of disclaimed terms, 

trademark rights under the Policy may not be found unless the complainant can show 

sufficient secondary meaning in the disclaimed terms.” (emphasis added). 
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The Complainant bases the existence of unregistered or common law trademarks over the name 

LASSONDE and in the denomination LASSONDE INDUSTRIES, INC., due to: i) both have been inherently 

distinctive identifiers of Complainant’s product, ii) for the longevity of the use, iii) the number of sales 

associated with it, and iv) the extent of Complainant’s advertising. 

According to point 1.3 of the WIPO Panel Overview 3.0., in order to establish unregistered or common law 

trademark rights for the purposes of the Policy, the Complainant must show:  

“(…) that its mark has become a distinctive identifier which consumers associate with the 

complainant’s goods and/or services. 

Relevant evidence demonstrating such acquired distinctiveness (also referred to as 

secondary meaning) includes a range of factors such as (i) the duration and nature of use 

of the mark, (ii) the amount of sales under the mark, (iii) the nature and extent of advertising 

using the mark, (iv) the degree of actual public (e.g., consumer, industry, media) recognition, 

and (v) consumer surveys.” 

According to the evidence submitted, Lassonde Industries, Inc. on 2019:  

“the Company’s sales totalled $1,678.3 million, up $84.3 million or 5.3% from $1,594.0 

million in 2018 (…) operating profit totalled $100.8 million (…).  

(…) The Company is active in two market segments: the retail segment and the food service 

segment. Retail sales account for approximately 87% of total annual sales and consist of 

sales to food retailers and wholesalers such as supermarket chains, independent 

grocers, superstores, warehouse clubs, major pharmacy chains and online sales. 

Food service sales account for approximately 13% of total annual sales and consist of 

sales to restaurants, hotels, hospitals, schools and wholesalers serving these 

institutions. 

The Company’s national brands are sold in various packages under several proprietary 

trademarks, including Antico, Apple & Eve, Arte Nova, Canton, Double Vie, Dublin’s Pub, 

Everfresh, Fairlee, Fruité, Grown Right, Kiju, Mont-Rouge, Northland, Oasis, Old Orchard, 

Orange Maison, Rougemont, Ruby Kist, The Switch, Tropical Grove as well as under 

trademarks for which the Company is a licensed user such as Allen’s, Arizona, Del Monte, 

Graves, Nature’s Best, and Tetley. On an annual basis, the Company’s sales are 

geographically broken down as follows: 61.1% of the Company’s sales are made in the 

United States, 38.7% in Canada and 0.2% in other countries.” (2019`s Financial Analysis, 

p. 2). (emphasis added). 

On 2014: 
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“The Company’s sales amounted to $1,181.0 million in 2014, up $140.8 million (13.5%) 

from $1,040.2 million in 2013. (…) The Company’s operating profit for the year ended 

December 31, 2014 totalled $88.4 million, a $5.3 million year-over-year increase.” (2014`s 

Annual Management’s Discussion and Analysis, p. 3) (emphasis added). 

On 1996:   

“Results: The Group’s total sales reached $160 million, compared with $151.4 million for 

fiscal 1995, an increase of approximately 6%. (…) Outlook: Lassonde continues to 

aggressively expand in all its markets, including the export market, namely the United 

States, Europe and Asia.” (1996`s Management’s Discussion and Analysis of Operating 

Results and Financial Position, p. 1) (emphasis added). 

Consequently, in light of the submitted evidence, the Complainant has showed the existence of: 1) more 

than 2,600 dedicated employees across Canada and the United States, 2) more than 25 well-known 

trademarks intrinsically related to the term “Lassonde”, 3) 15 plants, 4) seven (7) subsidiaries companies, 

5) $1,678.3 million in sales on 2019, 6) an operating profit of $100.8 million on 2019, and among other 

facts, 7) the steady use of the family last name “Lassonde” for more than 100 years, facts that results 

unquestionable to this Panel.  Therefore, this Panel, is ready to confirm the existence of unregistered or 

common law trademark rights over the terms LASSONDE and LASSONDE INDUSTRIES, INC. (at least 

since 1918 and 1984 respectively), for the purposes of the Policy and of this Case.   

Whether the Panel considers that the analysis of the First Element of the Policy on this Case is about a 

“Trademark plus Generic Terms” or about the registration of the “Trademark as such as a domain name”, 

being: “Lassonde” or “Lassonde Industries Inc.” respectively, there is no doubt that any of these scenarios 

results in detrimental to the Complainant (see Dycom Industries, Inc. v. Name Redacted, WIPO Case No. 

D2020-2501 and The Governors of the University of Alberta v. Michael Davies, CIIDRC Case No. UDRP-

13040).  

In relation to the gTLD “.com”, it is well established that such element may typically be disregarded when 

assessing whether a domain name is identical or confusingly similar to a trademark (see Dycom Industries, 

Inc. v. Name Redacted, WIPO Case No. D2020-2501).  

Therefore, this Panel concludes that the disputed domain name is identical to Complainant`s unregistered 

or common law trademark LASSONDE INDUSTRIES, INC.  Accordingly, the Complainant has satisfied the 

first element under paragraph 4(a)(i) of the Policy. 

4.2.2 That the Respondent has No Rights or Legitimate Interest in the Domain Name 

It is well established that under paragraph 4(a)(ii) of the Policy, a complainant must make at least a prima 

facie showing that a respondent possesses no rights or legitimate interests in a disputed domain name. 
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Once a complainant makes such a prima facie showing, the burden of production shifts to the respondent, 

though the burden of proof always remains on the complainant. If the respondent fails to come forward with 

evidence showing rights or legitimate interests, the complainant will have sustained its burden under the 

second element of the UDRP (see second paragraph of point 2.1 of WIPO Jurisprudential Overview 3.0.).  

The Complainant has proved that the Respondent has used the disputed domain name to posed as the 

Complainant by forwarding users who visited the disputed domain name to Complainant’s own website, 

defrauding third parties into thinking they are dealing with the Complainant itself, bot being a bona fide 

offering of goods or services.  

The Complainant has also proved through consistent evidence, that the Respondent further uses the email 

addresses associated with the disputed domain name to make fraudulent purchase orders which it does 

not intend on paying, once again posing as the Complainant and to Complainant`s staff (e.g.: impersonation 

of Mr. David Lussier, a representative of the Complainant’s subsidiary Lassonde Specialties Inc.).  

The Complainant contends that it has not authorized the Respondent to use the disputed domain name 

and that there is no relationship between the parties at all.  

The Complainant has proved as well, that the Respondent has not been commonly known by either by the 

domain name or by owning trademark rights, in fact, the Respondent has not submitted any Response or 

communication in the present Case.  

Through the evidence submitted before the Panel, the Complainant has demonstrated that the Respondent 

has incurred in the phishing practice, in order to gain commercial benefits, which would be extremely 

detrimental to the Complainant`s business and any of its intangible assets, including its common law 

trademarks (see Virgin Enterprises Limited v. Michelle Grand, WIPO Case No. 2018-2062).  

Therefore, the Respondent lacks any rights or legitimate interest in the disputed domain name. Thus, the 

Panel concludes, that the Complainant has satisfied the second element under paragraph 4(a)(ii) of the 

Policy. 

4.2.3 That the Respondent has Registered and Used the Domain Name in Bad Faith 

The LASSONDE and LASSONDE INDUSTRIES, INC. unregistered or common law trademarks enjoy 

substantial fame as a result of extensive, consistent investment, and long use, since 1918 and 1984 at 

least.  

 

The Panel notes that the Complainant has developed commercial activity over the Design Trademarks, in 

Canada and in the US, registered since 2006, at least.  

 

The disputed domain name was registered on February 14, 2019, meaning 100 or 30 years after the 

Complainant`s common law trademarks. Therefore, for this Panel, it is very difficult to believe that the 
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Respondent at the moment of the registration of the disputed domain name did not have knowledge about 

the existence, intense activity or reputation of the Complainant`s business, the common law trademarks, 

or about the existence of it, through any of its Design Trademarks, were the name “Lassonde” is a clear 

element of such design.   

 

In fact, through the evidence submitted to this Panel, were the Respondent`s phishing practice, to obtain 

personal information and money from third parties by using an email address corresponding to the disputed 

domain name in an attempt to impersonate the Complainant, has been established, were the Registrant 

has been identified as the same “Mr. Pierre-Paul Lassonde”, were the disputed domain name resolved to 

a website that copied the official site, therefore, it is unquestionable that the Respondent selected the 

disputed domain name, with abundance of knowledge, to meticulously and unscrupulously target the 

Complainant`s business and its common law trademarks.  

 

Accordingly, in the Panel´s view the Respondent intentionally registered the disputed domain name to 

attract, for commercial gain, Internet users to its website by creating a likelihood of confusion with the 

Complainant’s common law trademarks as to the source, sponsorship, affiliation or endorsement of such 

website and consequently that the disputed domain name has been registered and is being used in bad 

faith pursuant to paragraph 4(b)(iv) of the Policy. 

Therefore, the Complainant has satisfied the third element under paragraph 4(a)(iii) of the Policy. 

5 DECISION and ORDER 

For the above reasons, in accordance with Paragraph 4 of the Policy, Paragraph 15 of the Rules, and 

Rule 10 of the Supplemental Rules, the Panel orders that: the disputed domain name 

<lassondeindustriesinc.com> will be transferred to the Complainant.  

                                      

Made as of November 17, 2020. 

 

SIGNATURE OF PANEL 

 

__________________________ 

María Alejandra López García  
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