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I. The Parties 

1. CALVIN KLEIN TRADEMARK TRUST c/o CALVIN KLEIN INC. is a Business Trust organized 
under the laws of Delaware, whose agent company address is 205 West 39th Street, New 
York, NY, 10018 USA. CALVIN KLEIN INC. is the beneficial owner of the trademarks owned 
by CALVIN KLEIN TRADEMARK TRUST and servicer for CALVIN KLEIN TRADEMARK TRUST 
for a variety of merchandise. CALVIN KLEIN TRADEMARK TRUST and CALVIN KLEIN INC. 
are collectively referred to as the Complainant. 

2. The Registrant is Wendy Kendal, an individual.  

II. The Disputed Domain Names and Registrar 

3. The domain name at issue in this complaint is calvinkleincanadaoutlet.ca registered on 
6 September 2020 (the “Disputed Domain Name”). 

4. The registrar through which the Disputed Domain Name is registered is Go Get Canada 
Domain Registrar Ltd. (Namecheap, Inc.). 

III. Procedural Background 

5. On 14 December 2020, the Complainant filed a Complaint pursuant to the Policy and the 
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Rules with the Centre, which is a recognized Provider.1 Since the Registrant’s identity is 
not published in the WHOIS database, Registrant’s name was not included in the 
Complaint. 

6. On 14 December 2020, the Centre notified CIRA of the Complaint and CIRA transmitted 
by email to the Centre its verification informing the identity of the Registrant and 
confirmed that the disputed domain name had been placed on a Registrar LOCK. 

7. On 15 December 2020, the Centre confirmed administrative compliance of the Complaint 
with the Policy and the Rules; sent the Complaint to the Registrant in accordance with the 
Rules; and gave notice of commencement of the Proceeding to the Parties, the Registrar 
and CIRA. The Centre noted paragraph 11.1 of the Rules, which provides that the 
Complainant shall have a right to make a further submission to the Panel as to the 
Registrant’s legitimate interest in the domain name when the Registrant’s identity is not 
published. The Centre advised the Registrant that the deadline for its response was 
5 January 2021. 

8. The Registrant did not submit a response before the deadline of 5 January 2021.  

9. As permitted by Rule 6.5 in the absence of a response, the Complainant elected to convert 
from a panel of three to a single member panel.  

10. On 7 January 2021, the Centre appointed Tina M. Cicchetti as panellist to decide the 
Complaint (the “Panel”) and she provided the signed Acceptance of Appointment as a 
Panel and Statement of Independence and Impartiality on 8 January 2021. 

11. As the Registrant did not submit a response, in accordance with Rule 5.8, the Panel shall 
decide the Proceeding on the basis of the Complaint. 

IV. The Applicable Law 

12. Pursuant to Rule 12.1, the Panel’s decision shall be rendered on the basis of the evidence 
and argument submitted and in accordance with the Policy, the Rules and any rules and 
principles of the laws of Ontario and the laws of Canada applicable therein. 

V. Issues to be Determined and the Positions of the Parties 

13. The Complainant alleges that the Registrant is in violation of the Policy in that it has 
registered a domain name that is Confusingly Similar to Marks in which the Complainant 
had Rights prior to the date of registration of the domain name and continues to have 
such Rights in bad faith and without a legitimate interest in the domain name. 

 
1  All capitalized terms in this decision that are not defined herein have the meaning set out in the Policy and/or 

the Rules. 
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14. The Complainant seeks a decision transferring the Disputed Domain Name to it. 

15. In accordance with paragraph 1.9 of the Policy, the Complainant represented and 
warranted that it satisfied the Canadian Presence Requirements (“CPR”) for Registrants 
at the time of submitting the Complaint or the Complaint relates to a trademark 
registered in CIPO and the Complainant is the owner of the trademark; and that if CIRA 
transfers the Registrations that are the subject of the Proceeding to the Complainant, it 
will satisfy the CPR at the time of transfer.  

16. In particular, the Complainant submitted evidence that it owns the trademark CALVIN 
KLEIN, which is registered at the Canadian Intellectual Property Office (“CIPO”) in 
connection with textiles, leather goods and clothing with registration number 
TMA307161. This Mark is contained in the Disputed Domain Name. Accordingly, the 
Complainant has established that it satisfies section 2(17) of the CPR for Registrants as 
prescribed by the Policy. 

A. Issues to be Determined 

17. In order for the Complainant’s Complaint to succeed, pursuant to paragraph 4.1 of the 
Policy, it must establish on a balance of probabilities that: 

a. The Registrant’s dot-ca domain names are Confusingly Similar to a Mark in which the 
Complainant had Rights prior to the date of registration of the domain name and 
continues to have such rights; and 

b. The Registrant has registered the domain name in bad faith as described in paragraph 
3.5 of the Policy. 

The Complainant must also provide some evidence that: 

c. The Registrant has no legitimate interest in the domain name as described in 
paragraph 3.4 of the Policy. 

B. The Positions of the Parties 

Complainant’s Position 

18. The Complainant is the owner in Canada of the trademark that is the subject matter of 
this Complaint (the “CALVIN KLEIN Trademark”).  

19. The Complainant has been engaged in the production, sale and licensing of apparel, 
fragrances, accessories and footwear, among other things, all in association with its 
brand, CALVIN KLEIN, since as early as 1969 in Canada. Since its formation, the 
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Complainant has used and registered several of its marks in Canada, the United States 
and throughout the world. 

20. The Complainant has used its CALVIN KLEIN Trademark since as early as 1968, specifically 
as early as 1969 in Canada. As a result of such use, customers in North America and 
worldwide have come to associate the CALVIN KLEIN mark with Complainant’s high-
quality products. Accordingly, Complainant has developed considerable goodwill in the 
CALVIN KLEIN Trademark. 

21. The Registrant registered the Disputed Domain Name on 6 September 2020, and it expires 
on 6 September 2021. 

22. The Complainant submitted evidence that the Disputed Domain Name, 
<calvinkleincanadaoutlet.ca>, resolves to a website that offers goods branded with its 
Marks for sale. 

23. The Complainant submits that the Disputed Domain Name is confusingly similar, as it so 
nearly resembles the Mark in appearance, sound or the ideas suggested by the Mark as 
to be likely to be mistaken for the Mark. 

24. The Complainant says that it satisfies the definition of a Mark by way of its rights to its 
trademark, which significantly preceded the registration of the Disputed Domain name, 
which occurred some 50 years after the Complainant’s Marks began to be used in Canada. 

25. The Complainant submits that in determining whether the Disputed Domain Names are 
Confusingly Similar to its marks, the Policy requires that the “.ca” portion of the domain 
name be excluded.  

26. Referencing FreemantleMedia North America Inc. v. Dave Leather, BCICAC Case No. DCA-
1207-CIRA, the Complainant argues that the test for “confusingly similar: is ‘one of first 
impression and imperfect recollection’”; an internet user who has knowledge or 
recollection of the Mark might easily mistake the Disputed Domain Name as being 
somehow affiliated to or owned by the Complainant. 

27. The Complainant submits that there is no avoiding confusion when the Complainant’s 
entire CALVIN KLEIN mark is appropriated in the Disputed Domain Name and relies on 
Glaxo Group Limited v. Defining Presence Marketing Group Inc. (Manitoba), BCICAC Case 
No. 00020 for this proposition. 

28. Further, the Complainant submits that the addition of words to its CALVIN KLEIN 
Trademark in the Disputed Domain Name further intensify the confusion: 

a. the addition of “Canada” to the domain name intensifies the confusion that a 
consumer in Canada would experience, as the CALVIN KLEIN official website allows 
one to search for a store by location, including in Canada. 
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b. the addition of “Outlet” to the domain name intensifies the confusion that a 
Canadian consumer would experience because the Complainant also operates 
outlet stores globally.  

29. By incorporating the whole of Complainant’s well-known, widely used and publicized 
mark, the Disputed Domain Name is likely to lead persons visiting the website to believe 
that it is associated with the Complainant (citing Oakley, Inc. v. Zhou yayang, DCA-1377-
CIRA (www.discount-oakleysunglasses-sale.ca)). 

30. The Complainant says that the Disputed Domain Name is Confusingly Similar to its Mark, 
as it is identical and the same in appearance, sound and ideas suggested and therefore 
likely to be mistaken for the Mark. 

31. The Complainant submits that the Registrant has no legitimate interest in the Disputed 
Domain Name. It is not a Mark used by the Registrant in good faith (or at all) and the 
Registrant has no rights in the Mark. 

32. Further, citing section 3.4(b) of the Policy, the Complainant submits that the Disputed 
Domain Name is not clearly descriptive in Canada in the English or French language of (i) 
the character or quality of the wares, services or business, (ii) the conditions of, or the 
persons employed in, production of the wares, performance of the services or operation 
of the business, or (iii) the place of origin of the wares, services or business. 

33. The Complainant notes that the Registrant does not use the Disputed Domain Name in 
Canada in good faith in association with any wares, services or business and that the 
domain name was not understood in Canada to be the generic name thereof in any 
language, as permitted by section 3.4(c) of the Policy. 

34. Further, the Complainant says that the Registrant has not used the Disputed Domain 
Name in Canada in good faith in association with a non-commercial activity (section 3.4(d) 
of the Policy) and that, in fact, the website is commercial in nature as it prominently offers 
counterfeit goods, identical to the Complainant’s and features additional advertising and 
marketing images and trademarks owned by the Complainant. 

35. Finally, the Complainant states that the Disputed Domain Name does not meet any of the 
exceptions in sections 3.4(e) or (f) of the Policy, as it is not comprised of the legal name 
of the Registrant nor was it a surname or other reference by which the Registrant was 
commonly identified, nor is it the geographical name of the location of the Registrant’s 
non-commercial activity or place of business. 

36. The Complainant submits that the Registrant has registered the domain name in bad faith 
in contravention of paragraph 3.5(d) of the Policy in that the Registrant has intentionally 
attempted to attract, for commercial gain, Internet users to the Registrant’s website or 
other on-line location, by creating a likelihood of confusion with the Complainant’s Mark 
as to the source, sponsorship, affiliation, or endorsement of the Registrant’s website or 
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location or of a product or service on the Registrant’s website or location. 

37. The Complainant says that the Registrant has no business relationship with the 
Complainant. Citing Sketchers USA Inc. v. Hyatt Cortez, Case No. DCA-2121-CIRA at para. 
20, the Complainant submits that the Registrant’s website is clearly attempting to profit 
from an implication that it is a website of the Complainant or an authorized dealer. 

38. The Complainant also submits that the inclusion of its entire CALVIN KLEIN Trademark in 
the Disputed Domain Name is likely to cause confusion among internet users, thereby 
putting the Complainant’s business reputation at risk and that the Registrant has 
attempted to attract for commercial gain users to its website through this confusion. 
Consumers will be misled into believing that the goods offered on the website are 
somehow associated with the Complainant. 

Registrant’s Position 

39. The Registrant did not submit a response. 

VI. Analysis and Decision 

40. As set out above, in order to succeed in its Complaint, the Complainant must establish on 
a balance of probabilities that: 

a.  the Disputed Domain Name is Confusingly Similar to a Mark in which it had Rights 
prior to the date of registration of the Disputed Domain Names and in which it 
continues to have such Rights; and 

b. the Registrant has registered the domain name in bad faith, as described in 
paragraph 3.5 of the Policy.  

In addition, the Complainant must provide evidence that the Registrant has no legitimate 
interest in the domain name as described in paragraph 3.4 of the Policy. 

A. Is the Disputed Domain Name Confusingly Similar to Complainant’s Mark? 

41. Paragraph 3.3 of the Policy provides as follows with respect to what is to be considered 
“Confusingly Similar”: 

In determining whether a domain name is “Confusingly Similar” to a Mark, the Panel 
shall only consider whether the domain name so nearly resembles the Mark in 
appearance, sound or the ideas suggested by the Mark as to be likely to be mistaken 
for the Mark. 

42. Paragraph 1.2 of the Policy clarifies that “[f]or the purposes of [the] Policy, “domain 
name” means the domain name excluding the “dot-ca” suffix”. 
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43. Thus, the inquiry will focus on whether <calvinkleincanadaoutlet> so nearly resembles the 
Mark as to be likely to be mistaken for the Mark. 

44. The relevant portion of the definition of “Mark”, which is found at paragraph 3.2 of the 
Policy provides as follows: 

A “Mark” is: … 

(c) a trade-mark, including the word elements of a design mark, that is registered in CIPO; or … 

45. The Complainant has established that its Mark, CALVIN KLEIN, is registered in CIPO in 
connection with goods, services or both and that the registration is current and was first 
filed in Canada in or before 1979.  

46. The Disputed Domain Name, which was registered on 6 September 2020, contains the 
entirety of the Complainant’s registered Mark. In light of the Complainant’s global 
business as a fashion brand and its operation in Canada and of outlet stores, the Panel 
finds that the addition of the words “Canada” and “outlet” to the Disputed Domain Name 
does not differentiate the Disputed Domain Name from the Complainant’s Marks. In fact, 
the use of these generic terms that describe aspects of the Complainant’s business 
together with the inclusion of the Complainant’s Mark in the Disputed Domain Name 
serves to increase the resemblance between the Disputed Domain Name and the 
Complainant’s Mark. 

47. The Panel also accepts the Complainant’s submission that the Registrant exploits the 
goodwill and the image of the Mark by using them on the Disputed Domain Name website 
and this may result in initial interest confusion among users of the Internet searching for 
the Complainant’s products or websites.  

48. Accordingly, the Disputed Domain Name is Confusingly Similar to Complainant’s Mark. 
The Panel finds that the Complainant had rights in the CALVIN KLEIN Trademark for 
decades before the dates of registration of the Disputed Domain Name. The evidence also 
establishes that the Complainant continues to have and actively use such rights. 

B. Was the Disputed Domain Name Registered in Bad Faith? 

49. The Complainant has established the value and notoriety of its brand in the Canadian 
market. The Complainant has satisfied the Panel that it is more likely than not that the 
Registrant was aware of the Complainant’s Mark when it registered the Disputed Domain 
Name. 

50. Paragraph 3.5 of the Policy sets out a non-exclusive list of circumstances that “shall be 
evidence that a Registrant has registered a domain name in bad faith” for the purposes 
of paragraphs 3.1(c) (basis for complaint) and 4.1(b) (onus). 
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51. The specific circumstances set out in paragraph 3.5 of the Policy that the Complainant 
alleges are present are the following: 

(d) the Registrant has intentionally attempted to attract, for commercial gain, Internet users 
to the Registrant’s website or other on-line location, by creating a likelihood of confusion with 
the Complainant’s Mark as to the source, sponsorship, affiliation, or endorsement of the 
Registrant’s website or location or of a product or service on the Registrant’s website or 
location. 

52. The Panel finds that the Complainant has provided sufficient evidence that the Registrant 
registered the Disputed Domain Name in bad faith in order to intentionally attract, for 
commercial gain, Internet users by creating a likelihood of confusion with the CALVIN 
KLEIN Mark and goods offered for sale. 

C. Is there Evidence that the Registrant has No Legitimate Interest? 

53. The Policy provides that, even if the Complainant establishes that the Disputed Domain 
Names are Confusingly Similar and registered in bad faith and provides some evidence 
that there is no legitimate interest on the part of the Registrant, the Registrant will be 
successful if it proves on a balance of probabilities that it had a legitimate interest in the 
Disputed Domain Names.  

54. As noted above, the Registrant has not provided a response and therefore has not 
submitted any proof of a legitimate interest pursuant to paragraph 3.4 of the Policy in the 
Disputed Domain Names.  

55. Thus, in order to be successful, the Complainant must simply provide some evidence that 
the Registrant has no legitimate interest in the Disputed Domain Names. The Complainant 
makes the following submissions in this regard: 

a. The Disputed Domain Name is not a Mark used by the Registrant in good faith and 
the Registrant does not have Rights in the Mark (section 3.4(a) of the Policy); the 
Registrant does not appear to use CALVIN KLEIN as a trademark or trade name. 

b. The Disputed Domain Name is not clearly descriptive in Canada in the English or 
French language of (i) the character or quality of the wares, services or business, (ii) 
the conditions of, or the persons employed in, production of the wares, performance 
of the services or operation of the business, or (iii) the place of origin of the wares, 
services or business (section 3.4(b) of the Policy). 

c. The Registrant has not used the Disputed Domain Name in Canada in good faith in 
association with a non-commercial activity, including, without limitation, criticism, 
review or news reporting (section 3.4(c) of the Policy). 

d. The Registrant has not used the Disputed Domain Name in Canada in good faith in 
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association with a non-commercial activity, including, without limitation, criticism, 
review or news reporting (section 3.4(d) of the Policy). The website is commercial in 
nature and offers goods, identical to the Complainant’s and features additional 
advertising and marketing images and trademarks owned by the Complainant. 

e. The Disputed Domain Name is not comprised of the legal name of the Registrant nor 
was it a surname or other reference by which the Registrant was commonly 
identified, nor is it the geographical name of the location of the Registrant’s non-
commercial activity or place of business (section 3.4 (e) & (f) of the Policy). 

56. In the Panel’s view, the Complainant has provided ample evidence that the Registrant has 
no legitimate interest in the Disputed Domain Name to meet the onus at paragraph 4.1 
of the Policy. 

VII. Decision 

57. For the reasons stated above, the Panel decides in favour of the Complainant and, in 
accordance with paragraph 4.3 of the Policy and Rule 9.1, orders that the Disputed 
Domain Name: <calvinkleincanadaoutlet.ca> be transferred to the Complainant. 

 
 

Dated this  28th  day of January 2021 
 
/signed/ 

 Tina M. Cicchetti 
 


