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In the Matter of the administrative proceeding of a Complaint pursuant to the 
Canadian Internet Registration Authority (“CIRA”) Domain Name Dispute 

Resolution Policy 

 

Dispute Number: CIIDRC File No: 14778-CDRP 

Disputed Domain Name: brookscanadashoes.ca 

Complainant: Brooks Sports, Inc. 

- Complainant’s Authorized Representative: Clark Wilson LLP 

- Contact Person: David MG Bowden  

Registrant: Sharareh Golkar  

Registrar: Go Get Canada Domain Registrar Ltd. 

Panel: Mr. Richard S. Levy  

Service Provider: Canadian International Internet Dispute Resolution Centre 

 

PROCEDURAL HISTORY 

1. CIIDRC is a recognized service provider pursuant to the Domain Name Dispute 
Resolution Policy (v 1.3) (the “Policy”) and Rules (the “Rules”) of the Canadian Internet 
Registration Authority (“CIRA”). 

2. On February 3, 2021, the Complainant filed a complaint (the “Complaint”) with CIIDRC. 
In the Complaint, the Complainant seeks an order in accordance with the Policy and the 
Rules directing that the registration of the Domain Name be transferred from the 
Registrant to the Complainant. 

3. CIIDRC determined the Complaint to be in administrative compliance with the 
requirements of Rule 3.2 and, by way of an emailed letter dated February 24, 2020 (the 
“Transmittal Letter”), forwarded a copy of the Complaint to the Registrant. The 
Transmittal Letter determined the date of the commencement of proceedings.  

4. By an email, CIIDRC advised the parties, as CIIDRC had not received a Response to the 
Transmittal Letter by March 16, 2021 as required by Rule 5.1, that, pursuant to Rule 6.5, 
the Complainant had the right to elect that the panel in this matter be converted from a 
three-member panel to a single member panel. In a responding email the Complainant 
advised CIIDRC that it wished to exercise this right and to have a single member panel 
appointed. 

5. The undersigned was appointed by CIIDRC as the Single Member Panel by letter dated 
March 23, 2021, copies of which letter were sent by email to both the Complainant and 
the Registrant. The undersigned has confirmed to CIIDRC that he can act impartially and 
independently as the Single Member Panel in this matter. 
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6. The undersigned determines that he has been properly appointed and constituted as the 
Single Member Panel to determine the Complaint in accordance with the Rules. 

 

CANADIAN PRESENCE REQUIREMENTS 

7. Section 1.4 of the Policy requires that in order to initiate the Complaint, the Complainant, 
at the time of the initiation of the Complaint, must satisfy the Canadian Presence 
Requirements for Registrants, under section 1.3 (“Canadian Presence Requirements”), 
unless the Complaint relates to a trademark registered in the Canadian Intellectual 
Property Office (“CIPO”) and the Complainant is the owner of that trademark. 

8. The evidence before the Panel is that the Complainant is the owner of four trademarks 
registered at CIPO at the date of the Complaint and that the Complaint relates to these 
trademarks. The Panel therefore determines that the Complainant has satisfied the 
provisions of section 1.4 of the Policy. 

 

ALL TECHNICAL REQUIREMENTS MET 

9. Based upon the information provided by CIIDRC and the Complainant in the Complaint, 
the Panel finds that all technical requirements for the prosecution of this proceeding have 
been met. 

FACTS PROVIDED BY THE COMPLAINANT 

10. The Complainant currently offers in Canada a broad product line which includes a variety 
of performance running shoes, trail shoes, casual shoes, vintage shoes, and athletic 
apparel. 

11. The Canadian sales of the Complainant’s footwear products from 2011 to 2020 consisted 
of 1.4 million units with a value of over US$72 million. The Canadian sales of the 
Complainant’s apparel during the same period consisted of over 900,000 units having a 
value of over $14.7 million. 

12. Since at least July 1, 1973, sales of the Complainant’s products have been made in Canada 
under the “BROOKS” trademark, consisting of three design marks. The Complainant has 
registered a word mark and these three design marks with CIPO and they remain 
registered (the “BROOKS trademarks”). 

13. The Complainant enjoys a substantial reputation and goodwill in Canada associated with 
the BROOKS trademarks with respect to footwear and apparel. 

14. The Registrant registered the Disputed Domain Name on December 29, 2020. 

15. The Disputed Domain Name resolves to a website which prominently displays one of the 
Complainant’s trademarks and which offers for sale athletic shoes and other apparel 
many of which bear the BROOKS trademarks and resemble products offered in Canada 
by the Complainant. 

16. The Registrant’s Website and the Disputed Domain Name resemble several other 
websites and domain names that include the mark BROOKS and that have been 
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registered for purposes unknown to the Complainant in the past year (the “Related 
Domain Names”). As a result, the Complainant has filed numerous CDRP complaints in 
order to obtain transfers of these domain names and to shut down websites that the 
Complainant claims are misleading and may be involved in phishing schemes. 

17. Complaints which have resulted in transfer of the Related Domain Names include the 
following: 

a. CDRP File No. 2248-CIRA, complaint against BrooksShoes.ca, decision ordering 
transfer issued August 13, 2020; 

b. CDRP File No. 2251-CIRA, complaint against BrooksCanada.ca, decision ordering 
transfer issued August 13, 2020; 

c. CDRP File No. 2280-CDRP, complaint against BrooksShoesCanada.ca, decision 
ordering transfer issued October 8, 2020; 

d. CDRP File No. 2278-CDRP, complaint against BrooksRunningShoes.ca, decision 
ordering transfer issued October 8, 2020; and 

e. CDRP File No. 2279-CDRP, complaint against Brooks-Canada.ca 

18. With respect to each of the CDRP complaints above, a differently named individual was 
disclosed during the process as registrant; none of these registrants filed responses. 

19. The websites associated with the Related Domain Names and the 
Disputed Domain Name are virtually identical, as they feature the same header, 
footer, and graphics. The FAQ and “Privacy Notice” pages are also identical.  

20. Complainant alleges that given the similarities between the websites associated with 
these domain names, the Registrant and the listed registrants for the Related 
Domain Names are very likely the same person or, if not, different individuals acting in 
concert with one another to infringe the Brooks trademarks in Canada. Complainant also 
alleges that different named identities have been used by this individual or individuals 
to complicate the Complainant’s efforts to obtain transfers of the Disputed Domain 
Name and the Related Domain Names. 

21. The Complainant has never authorized any party connected with either the Disputed 
Domain Name or the Related Domain Names to use the BROOKS trademarks. 

 

REMEDIES SOUGHT  

22. The Complainant seeks an order from the Panel in accordance with paragraph 4.3 of the 
Policy instructing the Registrar of the Domain Name to transfer the Domain Name to the 
Complainant.  

 

FACTS ALLEGED BY THE REGISTRANT  

23. As was noted above, the Registrant has not filed a Response.  

ELEMENTS OF PROOF 
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24. The Complainant must prove on a balance of probabilities that:  

• One or more of the trademark registrations comprising 
the BROOKS trademarks qualify as a “Mark” as defined in paragraph 3.2 of the Policy;  

• The Complainant had “Rights” in the BROOKS trademarks prior to the date of 
registration of the Disputed Domain Name and continues to have “Rights” in 
the BROOKS trademarks;  

• The Disputed Domain Name is “Confusingly Similar” to one or more of the 
registrations comprising the BROOKS trademarks; the concept of “Confusingly 
Similar” is defined in paragraph 3.3 of the Policy;  

• The Registrant has no “legitimate interest” in the Disputed Domain Name; the 
concept of “legitimate interest” is defined in paragraph 3.4 of the Policy; and  

• The Registrant has registered the Disputed Domain Name in “bad faith” in accordance 
with the definition of “bad faith” contained in paragraph 3.5 of the Policy.  

If the Complainant is unable to satisfy this onus, the Complaint fails.  

 

 RIGHTS IN A MARK  

25. In the matter at hand, the relevant portions of paragraph 3.2 of the Policy states that for 
the purpose of the Policy a “Mark” is:  

a trademark, including the word elements of a design mark, or a trade name that has 
been used in Canada by a person, or the person’s predecessor in title, for the purpose 
of distinguishing the wares, services or business of that person or predecessor or a 
licensor of that person or predecessor from the wares, services, or business of 
another person.  

26. Since July 1, 1973, the Complainant has used at least one of the BROOKS trademarks in 
Canada to distinguish its goods, services or business from those of other providers of 
similar goods, services or business and continues to so use these marks. 

  
27. This use by the Complainant of the BROOKS trademarks commenced well before the 

registration of the Domain Name.  
  
28. The Panel finds that the Complainant has established that one or more of the 

BROOKS trademarks qualifies as a “Mark” for the purposes of paragraph 3.2(a) 
of the Policy and that it has Rights to these marks.  
 

CONFUSINGLY SIMILAR  

29. The Policy in paragraph 3.3 provides that the Disputed Domain Name will be 
found to be “Confusingly Similar” to the BROOKS trademarks only if the 
Disputed Domain Name so nearly resembles one or more of the BROOKS 
trademarks in appearance, sound or the ideas suggested by the BROOKS 
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trademarks as likely to be mistaken for one or more of the registrations of the 
BROOKS trademarks.  

30. As paragraph 1.2 of the Policy defines the Disputed Domain Name for the purpose of this 
proceeding to exclude the .ca suffix; the portion of the Disputed Domain Name consisting 
of “brookscanadashoes” is the portion relevant for consideration.  

31. The Disputed Domain Name consists of the word “brooks” together with the words 
“canada” and “shoes” . The word “brooks” alone is contained in the BROOKS trademarks 
owned by the Complainant.  

32. In Telus Corporation v. Unknown, CDRP Case No. DCA-1903-CIRA (BCICAC), the domain 
name in dispute was <koodotel.ca>. This disputed domain name resolved to a website 
wherein the registrant offered phone plans in the black market like those offered by the 
telephone company, Telus Corporation, under its KOODO trademark, which was 
registered with CIPO.  

33. In finding for the complainant, the panel noted that the word fragment TEL in common 
parlance may refer to telephone and telecommunications, both of which describe 
services under the KOODO mark. In addition, the panel noted that the addition of TEL to 
the KOODO trademark did not distinguish the disputed domain name from that mark.  

34. Similarly, the addition of “shoes” as well as “Canada” does not render the Disputed 
Domain Name distinguishable from the mark BROOKS.  

35. In L’Oreal SA & L’Oreal Canada Inc. v. Interex Corporate Registration Services Inc. DCA-
1478-CIRA, the panel considered whether the domain name <myloreal.ca> was 
confusingly similar to the trademark L’OREAL. The panel noted that “it is a well-
established principle that a domain name that wholly incorporates a Mark, in particular 
one as famous as the one in this case, will be found to be confusingly similar to the Mark 
despite the fact that the domain name may also contain a descriptive or generic term”.  

36. The test to be applied is whether a person who encounters the Disputed Domain Name, 
would, on first impression and with imperfect recollection of the BROOKS trademarks, 
believe that the Disputed Domain Name relates to the owner of these trademarks.  

37. In several CIRA dispute resolution decisions, it has been held that the addition of 
descriptive terms such as “mortgages”, or in this case “shoes”, increases the 
likelihood of confusion, especially with regard to a well-known mark such as 
BROOKS.  

38. The first impression furnished by the similarity of the Disputed Domain Name to the 
BROOKS trademarks in association with footwear and athletic apparel is increased when 
a visitor to the website to which the Disputed Domain Name resolves sees the marks and 
branded products on the landing page. This clearly constitutes an attempt by the 
Registrant to mislead visitors to this website into believing that the sales platform and 
the products being sold originate from or are authorized by the Complainant.  

  
39. The Panel therefore finds that the Complainant has satisfied its onus to prove that the 

Disputed Domain Name is confusingly similar to the BROOKS trademarks.  
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BAD FAITH 

40. As the Complainant has argued, only in rare cases will there be direct evidence of a 
registration in bad faith. In most cases, as case law attests, such a finding is based 
on “common sense inferences from the registrant's conduct and other surrounding 
circumstances.”  

41. Under paragraph 3.5 of the Policy, the Registrant will be considered to have registered 
the Domain Name in bad faith if, and only if, the Complainant can demonstrate that the 
Registrant in effecting the registration of the Domain Name was motivated by any one 
of the four general intentions set out in paragraph 3.5. 

42. The panel agrees with the Complainant that the following three grounds in 
paragraph 3.5 apply to the case at hand: 

Paragraph 3.5(b): The Registrant has registered the Disputed Domain Name in 
order to prevent the Complainant from using the Mark as a domain name, and 
the Registrant, alone or in concert with one or more additional persons, has 
engaged in a pattern or registering domain names in order to prevent persons 
who have Rights in Marks from registering the Marks as domain names. 

Paragraph 3.5(c): The Registrant has registered the Disputed Domain Name 
primarily for the purpose of disrupting the business of the Complainant, who is 
a competitor of the Registrant. This ground is satisfied where a registrant’s 
intention is to damage a complainant’s business by directing potential clients 
away from the complainant’s website to itself – thereby, in practice, setting itself 
up as a competitor of the complainant. 

Paragraph 3.5(d): The Registrant has intentionally attempted to attract, for 
commercial gain, Internet users to the Registrant’s website or other on-line location, 
by creating a likelihood of confusion with the Complainant’s Mark as to the source, 
sponsorship, affiliation, or endorsement of the Registrant’s website or location or of 
a product or service on the Registrant’s website or location. 

43. The Registrant has, based upon the undisputed facts submitted by the Complainant, 
engaged in a pattern of registering domain names to the detriment of the Complainant 
who has Rights in the BROOKS trademarks, has used the Disputed Domain Name to set 
itself up as a competitor of the Complainant and has intentionally attempted to attract 
internet users to the Registrant’s website by creating a likelihood of confusion with the 
Complaint’s trademarks. 

44. Accordingly, the panel is of the opinion that the Registrant has registered the 
Disputed Domain Name in “bad faith”. 

NO LEGITIMATE INTEREST 

45. Paragraph 4.1 of the Policy requires that to succeed in the Complaint, the Complainant 
must provide some evidence that the Registrant has no legitimate interest in the 
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Disputed Domain Name; the concept of “legitimate interest” is provided for in 
paragraph 3.4 of the Policy. 

46. Paragraph 3.4 of the Policy provides that the Registrant has a legitimate interest in a 
domain name if: 

a) the domain name was a Mark, the Registrant used the Mark in good faith 
and the Registrant had Rights in the Mark; 

b) the Registrant used the domain name in Canada in good faith in association with 
any wares, services or business and the domain name was clearly descriptive 
in Canada in the English or French language of: 

(i) the character or quality of the wares, services or business; 

(ii) the conditions of, or the persons employed in, production of 
the wares, performance of the services or operation of the 
business; or 

(iii) the place of origin of the wares, services or business; 

c) the Registrant used the domain name in Canada in good faith in association 
with any wares, services or business and the domain name was understood 
in Canada to be the generic name thereof in any language; 

d) the Registrant used the domain name in Canada in good faith in association 
with a non- commercial activity including, without limitation, criticism, 
review or news reporting; 

e) the domain name comprised the legal name of the Registrant or was a name, 
surname, or other reference by which the Registrant was commonly 
identified; or 

f)  the domain name was the geographical name of the location of the 
Registrant’s non- commercial activity or place of business. 

In paragraph 3.4(d) “use” by the Registrant includes, but is not limited to, use to 
identify a web site. 

47. There is no evidence that: the Registrant had Rights in the Mark, that the Disputed 
Domain Name was clearly descriptive or that it was a generic name, that it was used in 
association with a non-commercial activity, that it comprised a reference by which the 
Registrant was commonly identified, or that it was the geographical name of the 
location of the Registrant business.  

48. With respect to paragraphs 3.4(a) through 3.4(d), the Registrant clearly has no 
legitimate interest in the Disputed Domain Name, as the Registrant has acted in 
bad faith, as set out in detail in the section above. To the contrary, all the criteria 
under paragraphs 3.4(a) through 3.4(d) require the Registrant’s actions to be taken 
in “good faith”. 

49. The Panel finds that the Complainant has provided some evidence that the 
Registrant has no legitimate interest in the Domain Name. 



 

Pa
ge

8 

DECISION 

50. The Panel therefore finds that the Complainant has satisfied the onus placed upon it by 
paragraph 4.1 of the Policy and is entitled to the remedy sought by it. 

ORDER 

51. The Panel orders that the Disputed Domain Name <brooksshoescanada.ca> be 
transferred to the Complainant. 

 

Dated: March 31, 2021 

 
  

Signed: Richard S. Levy 

 


