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DOMAIN NAME DISPUTE 

ADMINISTRATIVE PANEL 

DECISION 

 

CIIDRC Case Number: 17459-UDRP Decision date: June 21, 2022 

Domain Name:  expertshopify.com 

Panel:        Zak Muscovitch 

Complainant:  
     Shopify Inc. 

Complainant’s representative:      Daniel Anthony of Smart & Biggar LLP 

Respondent:       Don Shine 

 

1. PROCEDURAL HISTORY 

This matter is conducted pursuant to the Uniform Domain Name Dispute Resolution Policy (the “Policy or 

“UDRP””), the Rules for Uniform Domain Name Dispute Resolution Policy (the “Rules”) of the Internet Corporation 

for Assigned Names and Numbers (“ICANN”), and the Supplemental Rules (“Supplemental Rules”) of the 

Canadian International Internet Dispute Resolution Centre (“CIIDRC”). The procedural history of this case was 

set out in a letter from the CIIDRC to the Panel, as follows: 

1. On May 16, 2022, the Complainant, Shopify Inc. filed a Complaint against the registrant (the “Registrant”) of 
the domain name, expertshopify.com (the “Domain Name” or the “Disputed Domain Name”) pursuant to the 
UDRP and the UDRP Rules. The identity of the registrant was not published in the public WHOIS database; 
therefore, the Registrant’s name was not included in the Complaint.  

 

2. On May 17, 2022, the registrar of the Disputed Domain Name, PDR Ltd. d/b/a PublicDomainRegistry.com 

(the “Registrar”) notified of this proceeding.  

 

3. On May 20, 2022, the Registrar transmitted by email to CIIDRC its verification response informing the CIIDRC 
of the identity of the Registrant, namely Don Shone, and accordingly, Don Shone is the Respondent in this 
administrative proceeding. The Registrar also confirmed that the <expertshopify.com> domain was placed 
on a Registrar LOCK.  
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4. On May 20, 2022, CIIDRC confirmed compliance of the Complaint with the UDRP Rules and Supplementary 
Rules. 

 
5. On May 20, 2022, CIIDRC notified the Respondent of this administrative proceeding and forwarded a Notice 

of Commencement of this administrative proceeding along with the Complaint and Annexes to the 
Respondent by FedEx and by email.  

 
6. On June 13, 2022, the Respondent filed its response a copy of which was sent to the Complainant’s counsel 

on the same date. 
 
7. The Complainant and the Respondent in this administrative proceeding have elected for a Panel consisting 

of a single-member.  
 
8. The CIIDRC appointed Zak Muscovitch, as a single-member Panel in the above-referenced matter.  
 
9. The CIIDRC set June 29, 2022 as the due date for the Panelist’s decision. 

 

The Panelist duly completed and returned to the CIIDRC, a Statement of Acceptance and Declaration of 

Impartiality and Independence, dated June 20, 2022. 

The Panelist finds that the Domain Name is subject to the Policy pursuant to the Registrar’s Registration 

Agreement, which incorporates the Policy by reference. 

2. RELIEF SOUGHT 

 

The Complainant request that the Domain Name be transferred from Respondent to Complainant pursuant to 

Paragraph 4(i) of the Policy. 

3. FACTS ALLEGED BY THE PARTIES 

 

The Complainant 

The Complainant Shopify Inc., states that it is a well-known and leading cloud-based e-commerce platform for 

small and medium sized businesses. It has offered its services throughout the world for more than 15 years under 

the trademark, SHOPIFY. The Complainant uses the domain names, shopify.com and shopify.ca respectively, for 

its business. The Complainant is the registrant of, inter alia, the CIPO registered trademark, SHOPIFY, Trademark 

Registration No. TMA787767, registered on January 18, 2011, and the USPTO registered trademark, SHOPIFY, 

trademark Registration No. 3840412, registered August 31, 2010.  

 

The Complainant offers a program called “Shopify Experts” which is an online directory that connects Shopify 

merchants with Shopify experts, namely third party agencies and freelances who can assist Shopify merchants 

with setting up and using the Shopify e-commerce platform. The Complainant offers this service via a dedicated 

sub-domain, experts.shopify.com. The Complainant claims common law trademark rights for SHOPIFY 

EXPERTS in Canada, the U.S., and abroad since at least December, 2011. 
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The Shopify Experts program has certain terms and conditions that are applicable to the third-party experts who 

participate in the Shopify Experts program. In particular, third-party experts who participate in the program are 

prohibited from inter alia, using the SHOPIFY trademark in their domain name. 

 

The Complainant states that the Respondent’s website which is associated with the Disputed Domain Name, 

offers merchants assistance with the Shopify platform and in particular, assistance with configuring and designing 

an online store using the Complainant’s SHOPIFY platform. The Complainant states that the Respondent claims 

to be an “official partner” and member of the Complainant’s Shopify Experts program. The Complainant states 

that it never gave the Respondent permission to incorporate “SHOPIFY” as part of the Domain Name or to 

impersonate the Complainant. 

 

The Complainant states that the Respondent registered the Disputed Domain Name. ExpertShopify.com, which 

is a combination of a non-distinctive laudatory term, “expert”, and the Complainant’s well-known SHOPIFY 

trademark. The Complainant contends that the Disputed Domain Name is essentially identical to the 

Complainant’s common law trademark, SHOPIFY EXPERT. The Complainant also contends that the Disputed 

Domain Name is confusingly similar to the Complainant’s registered SHOPIFY trademark as it merely adds a 

descriptive term, “expert” to the Complainant’s distinctive SHOPIFY trademark. The Complainant further contends 

that the confusion is amplified by the fact that the Disputed Domain Name corresponds to the sub-domain name 

that the Complainant uses for its Shopify Experts program, namely experts.Shopify.com. 

 

The Complainant claims that the Respondent has no authorization from the Complainant to use its trademark and 

has no rights or legitimate interests in respect of the Domain Name. The Complainant claims that the Respondent 

uses the Domain Name to attract consumers by referring to and suggesting an affiliation with the Complainant. 

The Complainant contends that there is no evidence of the Respondent’s use of, or demonstrable preparations 

to use, the Disputed Domain Name in connection with a bona fide offering of goods or services. The Complainant 

states that the Respondent uses the Domain Name to solicit Shopify merchants to assist them in setting up, 

configuring, and designing their online store using the Complainant’s SHOPIFY software platform, in competition 

with services provided by the Complainant and its affiliated website developers. The Complainant states that 

consumers are at risk of incorrectly being led to believe that the Respondent is legally affiliated with the 

Complainant or that they are accessing the Complainant’s actual website, namely experts.Shopify.com. The 

Complainant contends that the Respondent’s use of the Domain Name in connection with its website and the 

content therein is intended to derive advantage from this confusion by attracting merchants who are looking for 

the Complainant’s website and the services offered therein, and that such use is not bona fide. 

 

The Complainant contends that the Respondent demonstrated his bad faith by actively attracting Internet users 

to the Respondent’s Domain name and website by using the Complainant’s trademarks in connection with 

services that directly compete with the Complainant and by creating a likelihood of confusion as to source, 

sponsorship, affiliation, or endorsement of the Respondent’s website. The Complainant contends that the 
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Respondent uses the cloak of the Complainant’s Expert Program to try to gain legitimacy but that the program 

does not permit the adoption of domain names containing SHOPIFY without permission. 

 

Lastly, the Complainant contends that the Respondent uses similar colours, fonts, images, and a logo intended 

to confuse people. In particular, the Complainant contends that the Respondent’s website features a logo 

depicting a bag which is very similar to the Shopify logo. 

 

The Respondent 

The Respondent states that he is in fact a “Shopify expert”, having worked with the Shopify platform since 2013 

and having become very knowledgeable and skilled with its use. The Respondent states that his website 

showcases his knowledge as a Shopify expert and that he provides legitimate development services. The 

Respondent provides evidence of client testimonials and Shopify projects that he has worked on. The Respondent 

states that his website does not provide a commerce platform in competition with the Complainant’s platform and 

therefore denies attracting consumers to the detriment of Shopify. Rather, the Respondent states that he provides 

legitimate expert consulting services to Shopify merchants. The Respondent states that there are a number of 

links on his website to Shopify.com and that he encourages people to sign up to the Shopify services. 

 

The Respondent denies that he is part of the Complainant’s Shopify Experts program and therefore the terms 

and conditions of that program, namely the prohibition on using SHOPIFY in a Domain Name do not apply to him. 

The Respondent denies that his website states that he is a member of the Complainant’s Shopify Experts 

program. 

 

Lastly, the Respondent contends that his logo is different from the Complainant’s Shopify logo. 

 

4. DISCUSSION AND FINDINGS 

4.1  Requirements 

In accordance with Paragraph 4 of the Policy, the onus is on the Complainant to prove: 

1. That the Domain Name is Identical or Confusingly Similar to a trademark or service mark in which 

the Complainant has rights: 

2. That the Registrant has no rights or legitimate interests in the Domain Name; and 

3. That the Domain Name has been registered and being used in bad faith. 

 

4.2 Analysis 

4.2.1 That the Domain Name is Identical or Confusingly Similar to a Mark in which the Complainant has 

Rights 
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As aforesaid, the Complainant is the registrant of Canadian and United States registered trademarks for 

SHOPIFY. The Disputed Domain Name incorporates the Complainant’s trademark in its entirety and adds a 

descriptive word, namely “expert”. The fact that a domain name wholly incorporates a complainant’s registered 

mark is generally sufficient to establish identity or confusing similarity for purposes of the Policy (See: Six 

Continent Hotels, Inc. v. The Omnicorp, WIPO Case No. D2005-1249). The addition of the descriptive term, 

“expert”, is insufficient to remove the Disputed Domain Name from the realm of confusing similarity (See for 

example; Westfield Corp. v. Hobbs, D2000-0227 (WIPO May 18, 2000) (westfieldshopping.com). The Panel 

accordingly finds that the Disputed Domain Name is confusingly similar to the Complainant’s SHOPIFY 

trademark. 

The Complainant also however, claimed common law trademark rights in SHOPIFY EXPERTS. The Complainant 

did not provide sufficient evidence to establish common law trademark rights in SHOPIFY EXPERTS. To 

establish unregistered or common law trademark rights for purposes of the UDRP, the Complainant must show 

that its mark has become a distinctive identifier which consumers associate with the Complainant’s goods and/or 

services (See WIPO Jurisprudential Overview at Paragraph 1.3). As further explained in the WIPO 

Jurisprudential Overview, a mere allegation of common law rights, as the Complainant has made in this case, 

does not suffice. Specific evidence supporting assertions of acquired distinctiveness must be included in the 

complaint. Conclusory allegations of unregistered or common law rights, even if undisputed, would not normally 

suffice to show secondary meaning. Relevant evidence demonstrating acquired distinctiveness includes a range 

of factors such as; (i) the duration and nature of use of the trademark; (ii) the amount of sales under the 

trademark; (iii) the nature and extent of advertising using the trademark; (iv) the degree of actual public (e.g., 

consumer, industry, media) recognition; and (v) consumer surveys (See Bijouterie Langlois v. Webproaction, 

15634-UDRP, CIIDRC Aug. 1, 2021). Here, the Complainant did not provide any of the required evidence to 

support a claim of common law trademark rights and merely alleged such common law trademark rights in the 

U.S. and Canada since December, 2011 based upon use, but without the required supporting evidence 

referenced above. Moreover, where the alleged common law trademark may otherwise be a descriptive term, 

such as is the case with SHOPIFY EXPERTS, there is a greater onus on the complainant to present evidence 

of acquired distinctiveness/secondary meaning. Here, the Complainant’s own evidence from a screenshot of its 

website at experts.shopify.com, shows that the Complainant uses the term descriptively, as in “Connect with 

Shopify experts for free today so you can grow your business tomorrow”, thereby calling into question, a claim 

of acquired distinctiveness. Accordingly, as a result of insufficient evidence provided, the Panel is unable to make 

a determination that the Complainant has common law trademark rights in SHOPIFY EXPERTS. 

4.2.2 That the Respondent has No Rights or Legitimate Interest in the Domain Name 

The Respondent claims that he registered and uses the Domain Name because it describes what he is and the 

services which he provides, namely he is a Shopify expert providing Shopify expertise. This is tantamount to a 

claim of nominative fair use, a doctrine which has been found by numerous Panels to be applicable to UDRP 

disputes (See WIPO Overview 3.0 at Paragraph 2.8). Panels have recognized that resellers, distributors, or 

service providers, as in this case, using a domain name containing the complainant’s trademark to provide sales 

https://www.wipo.int/amc/en/domains/decisions/html/2005/d2005-1249.html
https://www.wipo.int/amc/en/domains/decisions/html/2005/d2005-1249.html
https://www.wipo.int/amc/en/domains/decisions/html/2000/d2000-0227.html
https://www.wipo.int/amc/en/domains/search/overview3.0/#item13
https://ciidrc.org/wp-content/uploads/2021/08/2021-08-06-bijouterielanglois.com_.pdf
https://www.wipo.int/amc/en/domains/search/overview3.0/#item28


6 
 

Domain Name: expertshopify.com  
17459-UDRP 

or services related to the complainant’s goods or services may be making a bona fide offering of goods and 

services and thus have a legitimate interest in such domain name. Outlined in the “Oki Data test” (Oki Data 

Americas, Inc. v. ASD, Inc., WIPO Case No. D2001-0903, <okidataparts.com>), the following cumulative 

requirements will be applied: 

(i) the respondent must actually be offering the goods or services at issue; 

(ii) the respondent must use the site to sell only the trademarked goods or services; 

(iii) the site must accurately and prominently disclose the registrant’s relationship with the trademark holder; 
and 

(iv) the respondent must not try to “corner the market” in domain names that reflect the trademark. 

Under the Oki Data test, the Respondent meets the first part since he is actually offering Shopify expert services. 

He also meets the second part because he uses the website to sell only Shopify related expert services. There 

is no evidence that he has tried to corner the market on domain names corresponding to the Complainant’s 

trademark, so he meets the fourth part of the test. The third part however, is problematic for the Respondent. 

While it is acknowledged that the Domain Name itself may serve to identify the website as it is a likely third-party 

site providing expert Shopify services (in contrast to, for example, simply employing the trademark alone as a 

domain name), it is likely not a coincidence that the Respondent selected the Domain Name that corresponds 

to the Complainant’s sub-domain, experts.Shopify.com. Indeed, if the Respondent had intended to adopt a 

domain name which merely described his services, a more apt term would be “Shopify Expert” rather than 

“Expert Shopify”, thereby supporting the likelihood that the Respondent specifically and intentionally selected 

this particular Domain Name in order to capitalize off of the Complainant’s goodwill and confusion. Nevertheless, 

the Complainant has not demonstrated common law trademark rights in SHOPIFY EXPERTS and therefore the 

Respondent’s likely uncoincidental selection of this particular domain name with its unusual syntax, is insufficient 

to put the Respondent afoul of the third part of the Oki Data test. 

However, where the Respondent does run afoul of the third part of the test, is the Respondent express statement 

on his website; “Working with us, official shopify partners…”, thereby apparently falsely claiming that he is in fact 

an official Shopify partner and thereby affiliated with and authorized by the Complainant. The Respondent has 

denied that he is part of the Complainant’s Shopify Experts Program, stating “…the claimants documents applies 

to partners that are listed on the expert.shopify.com through a program on website. We are not part of such a 

program…..It does not state anywhere on the site that I am a member of the complainants experts program”, 

and is therefore correct that he is apparently not bound by its terms and conditions which prohibit use of 

SHOPIFY in his Domain Name. But if he is not a member of the Shopify Experts program as he contends, and 

in the absence of any evidence that he is otherwise an “official partner” of the Complainant, the Respondent has 

falsely misrepresented his relationship with the Complainant in contravention of the third part of the Oki Data 

test. Accordingly, pursuant to Oki Data, the Respondent does not have rights or a legitimate interest in the 

Domain Name under the doctrine of nominative fair use. Nominative fair use must be fair, and the 

https://www.wipo.int/amc/en/domains/decisions/html/2001/d2001-0903.html
https://www.wipo.int/amc/en/domains/decisions/html/2001/d2001-0903.html
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misrepresentation of an affiliation with the Complainant is not fair particularly when done in connection with the 

use of the Complainant’s trademark. 

4.2.3 That the Respondent has Registered and Used the Domain Name in Bad Faith 

The Respondent adopted a Domain Name comprising the Complainant’s trademark and used it in connection 

with a false claim of affiliation with and authorization from the Complainant. Not only does this misrepresentation 

deprive the Respondent of rights and a legitimate interest in the Domain Name under the doctrine of nominative 

fair use pursuant to the Oki Data test as aforesaid, but also constitutes bad faith use of the Domain Name. 

Moreover, the Respondent likely purposefully selected the Domain Name with unusual syntax specifically 

because it corresponded to the Complainant’s subdomain. He also adopted a logo that is similar to the 

Complainant’s own official logo. It can therefore be concluded that the Respondent registered and used the 

Domain Name in bad faith in order to take unfair advantage of the Complainant’s trademark and goodwill in the 

hopes of diverting merchants looking for the genuine official Shopify Experts program, or at least taking unfair 

advantage of merchants who were misled by the Respondent when he claimed to be an official partner of the 

Complainant. 

The Respondent could have registered and used the Domain Name in good faith and could also have had rights 

and a legitimate interest in it, if he had not falsely represented that he was an “official partner” of the Complainant. 

After all, the term “Shopify experts” is descriptive and the Complainant itself uses it as such as aforesaid. The 

Complainant does not have exclusive rights to offer Shopify expertise and it is open to third parties to also offer 

such services under the most apt descriptive terms. But when seeking to rely upon such nominative fair use, a 

respondent must be scrupulously fair and forthright in its use of a domain name. It cannot be tolerated for a 

respondent to not only adopt a domain name corresponding to a complainant’s trademark, but to also misuse it 

and then claim safe harbor under the doctrine of nominative fair use (See for example, Wikimedia Foundation, 

Inc. v. Salamuddin Shaikh, WIPO Case No. D2020-1456 <wikipediaexperts.com>. 

5. DECISION and ORDER 

For the above reasons, in accordance with Paragraph 4 of the Policy, Paragraph 15 of the Rules, and Rule 10 

of the Supplemental Rules, the Panel orders that the Disputed Domain Name be TRANSFERRED to the 

Complainant. 

 

Made as of June 21, 2022 

 

SIGNATURE OF PANEL 

 
_________ 

   Zak Muscovitch 

https://www.wipo.int/amc/en/domains/search/text.jsp?case=D2020-1456
https://www.wipo.int/amc/en/domains/search/text.jsp?case=D2020-1456

